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DETAILED ACTION 



Status of Claims 

This action is in reply to the application filed on 8-6-2007. 
Claims 1- 36 are currently pending and have been examined. 

Priority 

Acknowledgment is made of applicant's claim for a domestic priority date of 3-22- 
2005. The certified copy has been filed in Application No. 3-22-2005. 

Claim Objection - Minor Informalities 

Claims 7 and 16 are objected to as having no agreement in number between sub- 
ject and verb. 

As to claim 7, it reads in pertinent part, "the calculated asset return DISTRIBU- 
TIONS IS based on..." Examiner believes it should read either, "the calculated asset re- 
turn distributions ARE based on...," or, "the calculated asset return DISTRIBUTION is 
based on..." 



Claim 16 appears to have the same situation. It reads, "...the expected RETURNS 
generated in a period also INCLUDES..." 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

Claim 23 ends in the phrase, "...such as." This is indefinite language and correction 
(or explanation) is solicited. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of mat- 
ter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and re- 
quirements of this title. 

Claims 1-36 are rejected under 35 U.S.C. 101 because the claimed invention is di- 
rected to non-statutory subject matter. 

Based on Supreme Court precedent, a proper process must be tied to another statu- 
tory class or transform underlying subject matter to a different state or thing (Diamond v. 
Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 
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(1876)). Since neither of these requirements is met by the claim, the method is not con- 
sidered a patent eligible process under 35 U.S.C. 101. To qualify as a statutory process, 
the claim should positively recite the other statutory class to which it is tied, for example 
by identifying the apparatus that accomplished the method steps or positively reciting the 
subject matter that is being transformed, for example by identifying the material that is be- 
ing changed to a different state. The claims fail to tie the method to another statutory 
class (e.g. computer). 

Amendment to add a tie to another statutory category of invention, such as a ma- 
chine (e.g., computer) which performs a substantive method step is recommended to re- 
solve the rejection under 35 U.S.C. 101 . 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obvi- 
ousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the in- 
vention was made to a person having ordinary skill in the art to which said subject matter pertains. Pat- 
entability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John. Deer & Co., 383 U.S. 1,148 
USPQ 459 (1966), that are applied for establishing a background for determining obvi- 
ousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obvious- 
ness or nonobviousness. 



Claims 1-25 and 29-35 are rejected under U.S.C. Title 35, §1 03(a) as being unpat- 
entable over US20040111350, Chamley, in view of US200501 87849, Bollapragada et 
al. 



As per claim(s) 1, Chamley teaches: 

calculating an expected annualised asset return distribution for an asset over dif- 
ferent holding periods of different length (At least paragraph(s) 9 and 52); 

determining the expected accumulated return and associated risk of the investment 
using the results (At least paragraph(s) 9 and 25-27). 



Charnley does not disclose sampling the expected annualised asset return distribu- 
tion for the holding period substantially equal to the investment term to extract a single 
expected return on initial capital of the investment, however this is described by Bolla- 
pragada in at least the abstract and paragraph 29. It would have been prima facie obvi- 
ous to one of ordinary skill in the art at the time of the invention to combine the teach- 
ings of Bollapragada with those of Charnley since the claimed invention is a combina- 
tion of old elements, and in the combination, each element would have performed the 
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same function as it did separately, and one of ordinary skill in the art would have recog- 
nized that the results of the combination were predictable. 

Bollapragada further teaches: 

for expected returns generated in each period, sampling the expected annualised 
asset return distribution for a holding period substantially equal to the total of the re- 
maining periods of the investment term to extract a single expected return on each re- 
turn previously generated ((At least paragraph(s) 29 and abstract); 

summing each of the sampling extractions and storing the result representing a 
single expected return for the investment (At least paragraph(s) 28 and 29); 

repeating each of the sampling and summing steps (At least paragraph(s) 133). 

As per claim(s) 6, Charnley recites: 

different holding periods are each holding period progressively smaller than the first 
holding period by a period (At least paragraph(s) 13). 

In reference to claim(s) 7, Charnley discusses: 

the calculated asset return distributions is based on the observed past performance 
of the asset (At least paragraph(s) 37, claim 1 and abstract). 



Regarding claim(s) 8, Charnley discloses: 
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the determined expected accumulated return of the portfolio is used to calculate 
expected accumulated wealth distribution of the investment (At least paragraph(s) 4 and 
13). 

With respect to claim(s) 9, Bollapragada describes: 

sampling the expected annualised asset return distribution for a holding period 
comprises sampling the expected annualised asset return distribution a number of times 
equal to the number of periods within that holding period (At least paragraph(s) 29 and 
30). 

Concerning claim(s) 10, Charnley teaches: 

the investment is a superannuation investment or an investment in a managed fund 
(At least paragraph(s) 2). 

As to claim (s) 1 1 , Charnley recites: 

wherein the method further comprises also determining the expected accumulated 
return and associated risk of an investment over a smaller investment term also com- 
prised of periods by performing the sampling, summing, repeating and determining 
steps of the method using a smaller investment term as the investment term (At least 
paragraph(s) 25-27). 



As per claim(s) 12, Bollapragada discusses: 
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the expected return and associated risk of an investment is determined for each 
smaller investment term within the investment term, starting from a first smaller invest- 
ment term substantially equal to a single period, then each term progressively larger 
than the first smaller investment term by a period (At least paragraph(s) 28 and 29). 

With respect to claim(s) 13, Charnley discloses: 

the investment includes capital contributions made for any period within the invest- 
ment term (At least paragraph(s) 9). 

In reference to claim(s) 14, Bollapragada describes: 

the method further comprises for each contribution made in a period, sampling the 
expected annualised asset return distribution for a holding period substantially equal to 
the total of the remaining periods of the investment term to extract a single expected re- 
turn on each contribution (At least paragraph(s) 28 and 29). 

With respect to claim(s) 15, Charnley teaches: 

the expected return generated in a period is the total of the expected returns gen- 
erated in that period from the initial capital and the expected returns generated in that 
same period from any returns previously generated (At least paragraph(s) 2 and 9). 



Regarding claim(s) 16, Charnley recites: 
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the expected returns generated in a period also includes the expected returns gen- 
erated in that same period from contributions made (At least paragraph(s) 2 and 9). 

In reference to claim(s) 17, Charnley discusses: 

the investment is comprised of one or more assets and proportions of the invest- 
ment divided into the different assets represent a strategic asset allocation of the in- 
vestment wherein the step of calculating expected annualised asset return distribution 
for an asset is performed for each asset that is included in the strategic asset allocation 
of the investment (At least paragraph(s) 3, 4, 7 and 1 1 ). 

Concerning claim(s) 18, Charnley discloses: 

after extracting a single expected return on initial capital for each asset, the method 
further comprises combining the expected returns for each asset according to each as- 
set's weight allocation within the strategic asset allocation to calculate a single expected 
return on initial capital of the investment for that strategic asset allocation (At least 
paragraph(s) 87). 

As per claim(s) 19, Charnley teaches: 

the investment has more than one asset, after extracting a single expected asset 
return on each previously generated return for each asset, the method further com- 
prises combining the expected return on each previously generated return of each asset 
according to each asset's weight allocation within the strategic asset allocation to calcu- 
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late a single expected return on each return previously generated for that strategic asset 
allocation (At least paragraph(s) 87). 

In reference to claim(s) 20, Bollapragada recites: 

the method is repeated based on different strategic asset allocations for the in- 
vestment (At least paragraph(s) 133). 

Regarding claim(s) 21, Charnley discusses: 

an actual strategic asset allocation for the investment is chosen for the investor by 
comparing the expected accumulated return and wealth and associated risk of an in- 
vestment as determined for each strategic asset allocation (At least paragraph(s) 29). 

With respect to claim(s) 22, Charnley discloses: 

the asset return distribution is derived from standard market indices or a subset of 
standard indices selected on the basis of parameters such a price to book value, sec- 
toral bias or other 'active' tilts (At least paragraph(s) 2-4). 

Concerning claim(s) 23, Bollapragada describes: 

the step of using the results to determine the expected accumulated wealth and as- 
sociated risk of an investment comprises graphically representing the results, such as 
(At least paragraph(s) 248). 
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As per claim(s) 24, Charnley teaches: 

the associated risk of an investment is determined based on the spread of ex- 
pected wealth determined by the method (At least paragraph(s) 9, 1 1 and 13). 

In reference to claim(s) 25, Charnley recites: 

calculating an expected annualised return for an asset derived from an estimated 
risk premium for that asset (At least paragraph(s) 9, 1 1 and 1 3); 

calculating a representative annualised return distribution for an asset over the different 
holding periods (At least paragraph(s) 9-11); 

for each representative annualised return distribution, calculating the likelihood of de- 
grees of variation from a central tendency (At least paragraph(s) 9-1 1 , 24 and 26); and 

combining the expected annualised return for the asset and the variations calculated for 
each holding periods into the distribution of expected annualised asset returns for hold- 
ing period (At least paragraph(s) 18). 

With respect to claim(s) 29, Charnley discusses: 

the method further comprises determining the strategic asset allocation by selecting 
a first asset, then selecting one or more other assets that most exploits the relationship 
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between return and risk of the investment to the investor's advantage (At least para- 
graph^) 9). 

In reference to claim(s) 30, Charnley discloses: 

the method further comprises determining a strategic asset allocation for an in- 
vestment fund having a plurality of investments, by: 

determining a strategic asset allocation for each of the plurality of investments ac- 
cording to the method described above (At least paragraph(s) 43); 

and determining a strategic asset allocation for the fund using an aggregate of the 
strategic asset allocation for each of the plurality of investments (At least paragraph(s) 
43). 

Regarding claim(s) 31, Charnley describes: 

the method further comprises allowing the investor to amend their strategic asset 
allocation (At least paragraph(s) 43). 

Concerning claim(s) 32, Charnley teaches: 

allowing the investor to amend contributions or capital additions (At least para- 
graph^) 3 and 4). 



As per claim(s) 33, Bollapragada teaches: 
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A computer system to determine expected accumulated return and associated risk 
of an investment over an investment term according to the method described in claim 1 
(At least paragraph(s) 282). 

As to claim(s) 34, Bollapragada recites: 

an asset datastore stores the expected annualised asset return distribution, a sam- 
ple datastore to store a sum of each repeat of the sampling extractions and a processor 
to operate to perform the sampling steps of the method and to use the sample datastore 
to determine the expected return and associated risk of the investment (At least para- 
graph^) 282). 

Claims 26-28 are rejected under U.S.C. Title 35, §1 03(a) as being unpatentable 
over US20040111350, Charnley, in view of US200501 87849, Bollapragada et al, and 
further in view of US200701 92223, Cifrese etal. 

Charnley and Bollapragada et al disclose the invention substantially as claimed. 
See the discussion above. They do not disclose the method further comprises collecting 
details on the investor and determining the strategic asset allocation for an investment 
based on the details of the investor; however this limitation is taught is at least para- 
graph 63 of Cifrese. 
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It would have been prima facie obvious to one of ordinary skill in the art at the time 
of the invention to combine the teachings of Cifrese with those of Charnley and Bolla- 
pragada since the claimed invention is a combination of old elements, and in the combi- 
nation, each element would have performed the same function as it did separately, and 
one of ordinary skill in the art would have recognized that the results of the combination 
were predictable. 

Concerning claim(s) 27, Cifrese discloses: 

the investor details are any one or more of the investor's age, expected member- 
ship duration, income, current investment capital with the fund, contributions amount, 
prospective capital additions and withdrawals, wealth objectives, risk tolerance for ex- 
pected wealth, other major investments, taxation and other special circumstances (At 
least paragraph(s) 63). 

Regarding claim(s) 28, Cifrese describes: 

the method further comprises periodically recalculating the expected annualised re- 
turn distributions (At least paragraph(s) 464). 

Claims 2-5, 35 and 36 are a matter of design choice. The investment term equaling 
the investment life of the investment, each period being equal in length and equal to a 
year and the first holding period being equal to the investment term do not affect the 
performance of the invention. 
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Conclusion 



The following prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 
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Schirripa; Felix 
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Jones; Christopher L. et al. 



US 5884287 A 



Edesess; Michael 



US 5812987 A 



Luskin; Donald L. et al. 



Any inquiry concerning this communication or earlier communications from the ex- 
aminer should be directed to Robert R. Niquette whose telephone number is 571-270- 
3613. The examiner can normally be reached on Monday through Thursday, 5:30 AM 
to 4:00 PM EDT. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Kyle can be reached on 571-272-6746. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appli- 
cations may be obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, http://portal.uspto.gov/external/portal/pair. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Cen- 
ter (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Cus- 
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tomer Service Representative or access to the automated information system, call 800- 
786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Robert R. Niquette/ 
Examiner, AU 3695 
8-31-2009 

/Charles R. Kyle/ 

Supervisory Patent Examiner, Art Unit 3695 



